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ences themselves or in the knowledge generally avail- 
able to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, 
there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limita- 
tions. 

The teaching or suggestion to make the claimed 
combination and the reasonable expectation of suc- 
cess must both be found in the prior art, not in appli- 
cant's, disclosure. In re Vaeck, .947 F.2d 488, 
20 USPQ2d 1438 (Fed. Cir. 1991). 

2143.01 Suggestion or Motivation To 
Modify the References [R-1] 

THE PRIOR ART MUST SUGGEST THE DE- 
SIRABILITY OF THE CLAIMED INVENTION 

'There are three possible sources for a motivation 
to combine references: the nature of the problem to be 
solved, the teachings of the prior art, and the knowl- 
edge of persons of ordinary skill in the art." In re 
Rouffet, 149 R3d 1350, 1357, 47 USPQ2d 1453, 
1457-58 (Fed. Cir. 1998) (The combination of the ref- 
erences taught every element of the claimed inven- 
tion, however without a motivation to combine, a 
rejection based on a prima facie case of obvious was 
held improper.). The level of skill in the an cannot be 
relied upon to provide the suggestion to combine ref- 
erences. /\/-5//e Corp, V, VSI Int'llnc, l74R3d 1308, 
50USPQ2d 1161 (Fed. Cir. 1999). 

"In determining the propriety of the Patent Office 
case for obviousness in the first instance, it is neces- 
sary to ascenain whether or not the reference teach- 
ings would appear to be sufficient for one of ordinary 
skill in the relevant art having the reference before 
him to make the proposed substitution, combination, 
or other modification." In re Linter, 458 F.2d 1013, 
1016, 173 USPQ 560, 562 (CCPA 1972). 

Obviousness can only be established by combining 
or modifying the teachings of the prior art to produce 
the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either explic- 
itly or implicitly in the references themselves or in the 
knowledge generally available to one of ordinary skill 
in the art. "The test for an implicit showing is what the 
combined teachings, knowledge of one of ordinary 
skill in the art, and the nature of the problem to be 



solved as a whole would have suggested to those of 
ordinary skill in the art." In re Kotzab, 217 F3d 1365, 
1370, 55 USPQ2d 1313, 1317 (Fed. Cir 2000). See 
also >In re Ue, 277 F.3d 1338, 1342-44, 61 USPQ2d 
14301, 1433-34 (Fed. Cir. 2002) (discussing the impor- 
tance of relying on objective evidence and making 
specific factual findings with respect to the motiva- 
tion to combine references);< In re Fine, 837 F.2d 
1071, 5 USPQ2d 1596 (Fed. Cir. 1988); In re Jones, 
958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

In In re Kotzab, the claims were drawn to an injec- 
tion molding method using a single temperature sen- 
sor to control a plurality of fiow control valves. The 
primary reference disclosed a multizone device hav- 
ing multiple sensors, each of which controlled an 
associated fiow control valve, and also taught that one 
system may be used to control a number of valves. 
The court found that there was insufficient evidence 
to show that one system was the same as one sensor. 
While the control of multiple valves by a single sen- 
sor rather than by multiple sensors was a '^technologi- 
cally simple concept," there was no finding "as to the 
specific understanding or principle within the knowl- 
edge of the skilled artisan" that would have provided 
the motivation to use a single sensor as the system to 
control more than one valve. 217 F.3d at 1371, 
55 USPQ2d at 1318: 

In In re Fine, the claims were directed to a system 
for delecting and measuring minute quantities on 
nitrogen compounds comprising a gas chromato- 
graph, a converter which converts nitrogen com- 
pounds into nitric oxide by combustion, and a nitric 
oxide detector. The primary reference disclosed a sys- 
tem for monitoring sulfur compounds comprising a 
chromatograph, combustion means, and a detector, 
and the secondary reference taught nitric oxide detec- 
tors. The examiner and Board assened that it would 
have been within the skill of the an to substitute one 
type of detector for another in the system of the pri- 
mary reference, however the coun found there was no 
support or explanation of this conclusion and 
reversed. 

In In re Jones, the claimed invention was the 2-(2^- 
aminoethoxy) ethanol salt of'dicamba, a compound 
with herbicidal activity. The primary reference dis- 
closed inter alia the substituted ammonium salts of 
dicamba as herbicides, however the reference did not 
specifically teach the claimed salt. Secondary refer- 
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ences teaching the amine portion of the salt were 
directed to shampoo additives and a byproduct of the 
production of morphohne. The court found there was 
no suggestion to combine these references to arrive at 
the claimed invention. 

WHERE THE TEACHINGS OF THE PRIOR ART 
CONFLICT, THE EXAMINER MUST WEIGH 
THE SUGGESTIVE POWER OF EACH REFER- 
ENCE 

The test for obviousness is what the combined 
teachings of the references would have suggested to 
one of ordinary skill in the art, and all teachings in the 
prior art must be considered to the extent that they are 
in analogous arts. Where the teachings of two or more 
prior art references conflict, the examiner must weigh 
the power of each reference to suggest solutions to 
one of ordinary skill in the art, considering the degree 
to which one reference might accurately discredit 
another. In re Young, 927 F.2d 588, 18 USPQ2d 1089 
(Fed, Cir. 1991) (Prior art patent to Carlisle disclosed 
controlling and minimizing bubble oscillation for 
chemical explosives used in marine seismic explora- 
tion by spacing seismic sources close enough to allow 
the bubbles to intersect before reaching their maxi- 
mum radius so the secondary pressure pulse was 
reduced. An article published several years later by 
Knudsen opined that the Carlisle technique does not 
yield appreciable improvement in bubble oscillation 
suppression. However, the article did not test the Car- 
lisle technique under comparable conditions because 
Knudsen did not use Carlisle's spacing or seismic 
source. Furthermore, where the Knudsen model most 
closely approximated the patent technique there was a 
30% reduction of the secondary pressure pulse. On 
these facts, the court found that the Knudsen article 
would not have deterred one of ordinary skill in the 
art from using the Carlisle patent teachings.). 

FACT THAT REFERENCES CAN BE COM- 
BINED OR MODIFIED IS NOT SUFFICIENT TO 
ESTABLISH PRIMA FACIE OBVIOUSNESS 

The mere fact that references can be combined or 
modified does not render the resultant combination 
obvious unless the prior an also suggests the. desir- 
ability of the combination. /« re Mills, 916 F.2d 680, 



16 .USPQ2d 1430 (Fed-Cir. 1990) (Claims were 
directed to an apparatus for producing an aerated 
cementitious composition by drawing air into the 
cementitious composition by driving the output pump 
at a capacity greater than the feed rate. The prior art 
reference taught that the feed means can be run at a 
variable speed, however the court found that this does 
not require that the output pump be run at the claimed 
speed so that air is drawn into the mixing chamber 
and is entrained in the ingredients during operation. 
Although a prior art device *'may be capable of being 
modified to run the way the apparatus is claimed, 
there must be a suggestion or motivation in the refer- 
ence to do so." 916 F.2d at 682, 1 6 USPQ2d at 1 432.). 
See also Jn re Friich, 972 F.2d 1260, 23 USPQ2d 
1780 (Fed. Cir. 1992) (Hexible landscape edging 
device which is conformable to a ground surface of 
varying slope not suggested by combination of prior 
art references). 

FACT THAT THE CLAIMED INVENTION IS 
WITHIN THE CAPABILITIES OF ONE OF OR- 
DINARY SKILL IN THE ART IS NOT SUFFI- 
CIENT BY ITSELF TO ESTABLISH PRIMA 
FAC/£ OBVIOUSNESS 

A statement that modifications of the prior art to 
meet the claimed invention would have been " 'well 
within the ordinary skill of the an at the time the 
claimed invention was made* because the references 
relied upon teach that all aspects of the claimed inven- 
tion were individually known in the an is not suffi- 
cient to establish a prima facie case of obviousness 
without some objective reason to combine the teach- 
ings of the references. Ex parte Levengood, 
28 USPQ2d 1300 (Bd. Pat. App. & Inter. 1993). See 
also In re Kotiab, 217 F3d 1365, 1371, 55 USPQ2d 
1313, 1318 (Fed. Cir. 2000) (Coun reversed obvious- 
ness rejection involving technologically simple con- 
cept because there was no finding as to the principle 
or specific understanding within the knowledge of a 
skilled artisan that would have motivated the skilled 
artisan to make the claimed invention); Al-Site Corp. 
V. VSJ Infl Inc., 174 F.3d 1308, 50 USPQ2d 1161 
(Fed. Cir. 1999) (The level of skill in the an cannot be 
relied upon to provide the suggestion to combine ref- 
erences.). 
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THE PROPOSED MODIFICATION CANNOT 
RENDER THE PRIOR ART UNSATISFACTORY 
FOR ITS INTENDED PURPOSE 

If proposed modification would render the prior art 
invention being modified unsatisfactory for its 
intended purpose, then there is no suggestion or moti- 
vation to make the proposed modification. In re Gor- 
don, 733 F.2d 900, 221 USPQ 1125 (Fed. Cir. 1984) 
(Claimed device was a blood filter assembly for use 
during medical procedures wherein both the inlet and 
outlet for the blood were located at the bottom end of 
the filter assembly, and wherein a gas vent was 
present at the top of the filter assembly. The prior art 
reference taught a liquid strainer for removing din 
and water from gasoline and other light oils wherein 
the inlet and outlet were at the top of the device, and 
wherein a pet-cock (stopcock) was located at the bot- 
tom of the device for periodically removing the col- 
lected dirt and water. The reference funher taught that 
the separation is assisted by gravity. The Board con- 
cluded the claims were prima facie obvious, reason- 
ing that it would have been obvious to turn the 
reference device upside down. The court reversed, 
finding that if the prior an device was turned upside 
down it would be inoperable for its intended purpose 
because the gasoline to be filtered would be trapped at 
the top, the water and heavier oils sought to be sepa- 
rated would fiow out of the outlet instead of the puri- 
fied gasoline, and the screen would become clogged.). 

"Although statements limiting the function or capa- 
bility of a prior an device require fair consideration, 
simplicity of the prior an is rarely a characteristic that 
weighs against obviousness of a more complicated 
device with added function." In re Dance, 160 F.3d 
1339, 1344, 48 USPQ2d 1635, 1638 (Fed. Cir. 1998) 
(Coun held that claimed catheter for removing 
obstruction in blood vessels would have been obvious 
in view of a first reference which taught, all of the 
claimed elements except for a "means for recovering 
fiuid and debris" in combination with a second refer- 
ence describing a catheter including that means. The 
coun agreed that the first reference, which stressed 
simplicity of structure and taught emulsification of 
the debris, did not teach away from the addition of a 
channel for the recovery of the debris.). 



2143.02 

THE PROPOSED MODIFICATION CANNOT 
CHANGE THE PRINCIPLE OF OPERATION 
OF A REFERENCE 

If the proposed modification or combination of the 
prior an would change the principle of operation of 
the prior art invention being modified, then the teach- 
ings of the references are not sufficient to render the 
claims prima facie obvious. In re Ratti, 270 F.2d 810, 
123 USPQ 349 (CCPA 1959) (Claims were directed 
to an oil seal comprising a bore engaging ponion with 
outwardly biased resilient spring fingers inserted in a 
resilient sealing member. The primary reference relied 
upon in a rejection based on a combination of refer- 
ences disclosed an oil seal wherein the bore engaging 
portion was reinforced by a cylindrical sheet metal 
casing. Patentee taught the device required rigidity for 
operation, whereas the claimed invention required 
resiliency. The coun reversed the rejection holding 
the "suggested combination of references would 
require a substantial reconstruction and redesign of 
the elements shown in [the primary reference] as well 
as a change in the basic principle under which the 
[primary reference] construction was designed to 
operate." 270 F2d at 8 1 3, 1 23 USPQ at 352.).^ 

2143.02 Reasonable Expectation of Suc- 
cess Is Required 

OBVIOUSNESS REQUIRES ONLY A REASON- 
ABLE EXPECTATION OF SUCCESS 

The prior an can be modified or combined to reject 
claims as prima facie obvious as long as there is a rea- 
sonable expectation of success. In re Merck <Sc Co., 
Inc., 800 F,2d 1091, 231 USPQ 375 (Fed. Cir. 1986) 
(Claims directed to a method of treating depression 
with amitriptyline (or nontoxic salts thereof) were 
rejected as prima facie obvious over prior an disclo- 
sures that amitriptyline is a compound known to pos- 
sess psychotropic properties and that imipramine is a 
structurally similar psychotropic compound known to 
possess antidepressive properties, in view of prior an 
suggesting the aforementioned compounds would be 
expected to have similar activity because the struc- 
tural difference between the compounds involves a 
known bioisosteric replacement and because a 
research paper comparing the pharmacological prop- 
erties of these two compounds suggested clinical test- 
ing of amitriptyline as an antidepressant. The coun 
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